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A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
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2a )□ This action is FINAL. 2b)^ This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 1-17 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

Claim(s) is/are allowed. 

6) ^ Claim(s) 1-17 is/are rejected. 

7) 0 Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) Q The specification is objected to by the Examiner. 
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DETAILED ACTION 

Status of Application 
Claims 1-17 are pending and presented for examination on the merits. 

Priority 

1 . Receipt is acknowledged of papers submitted under 35 U.S.C. 1 19(a)-(d), which papers 
have been placed of record in the file. 

Claim Objections 

2. Claims 1 and 5 are objected to because of the following informalities: "Hydroxly" is an 
apparent typographical error for "hydroxyl" (claim 1 ) and "pentaerytritol" for "pentaerythritol" 
(claim 5). Appropriate correction is required. 

Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

4. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 USPQ 459 
(1966), that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness 
or nonobviousness. 
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5. This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1 .56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

6. Claims 1, 5-7, and 9-10 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over US Patent No. 5,447,563 by van Hoorn. 

With respect to claim 1, van Hoorn is drawn to a release composition (title). Specifically, 
van Hoorn discloses a composition (claim 1) comprising a fatty acid ester with between 4 and 24 
carbon atoms (column 3, lines 12-16) and a neopentyl polyol containing three hydroxyl groups, 
such as trimcthylolpropane and pentaerythritol (column 3, lines 5-11). Thus, as van Hoorn 
discloses such a release composition, van Hoorn also discloses a process involving application of 
such a release composition to moulds (last line of abstract, and column 4, lines 1-8). 

With regards to the limitation of less than 0.2% by weight water, though, van Hoorn 
discloses an amount of water being 5% by weight (column 3, line 35). 

However, MPEP 2144.05 [R-5] states that, "Generally, differences in concentration or 
temperature will not support the patentability of subject matter encompassed by the prior art 
unless there is evidence indicating such concentration or temperature is critical. "[W]here the 
general conditions of a claim are disclosed in the prior art, it is not inventive to discover the 
optimum or workable ranges by routine experimentation." This is such a case where the general 
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conditions are set i.e. the claimed compounds are disclosed, and the amount of water selected 
does not provide any criticality as a release agent in the mould release composition, as one 
having ordinary skill in the art at the time the invention was made would have full faculty to 
select a preferred water amount tailored to composition's purpose or at the least by routine 
experimentation, simply by controlling the amounts of oil and water contained in the oil-in-water 
emulsion to one's preference (van Hoorn, column 3, lines 33-35). 

With respect to claim 5, van Hoorn discloses a neopentyl polyol containing three 
hydroxyl groups, such as trimethylolpropane and pentaerythritol (column 3, lines 5-11). 

With respect to claims 6-7, van Hoorn discloses a fatty acid ester with between 4 and 24 
carbon atoms, overlapping the currently claimed range of 16 to 20 carbon atoms, with the acid 
ester being unsaturated (column 3, lines 12-16). See MPEP 2144.05 [R-5] Overlap of Ranges. 

With respect to claim 9-10, van Hoorn discloses the ester being present in a proportion of 
10-50% by weight, as van Hoorn discloses water being selected at 5% by weight (column 3, line 
35) and the alcohol being selected at 5%-45% by weight (claim 1) with the rest of the 
composition comprising the ester. Thus, such a range overlaps both of the currently claimed 
ranges (10-100% and 20-60%). See MPEP 2144.05 [R-5] Overlap of Ranges. 
7. Claims 2-4 and 11-17 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over US Patent No. 5,447,563 by van Hoorn, as applied to claims 1, 5-7, and 9-10 above, 
and further in view of US Patent No. 5,523,025 by Erilli. 

With respect to claims 2 and 4, van Hoorn is silent with regards to the addition of a 
terpene derivative and/or a component of inorganic origin. 
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Erilli is drawn to a microemulsion light duty liquid cleaning composition (title). 
Specifically, Erilli discloses the addition of terpenes to such a composition as well as the addition 
of components of inorganic origin, such as paraffinic and aromatic oils (column 2, lines 10-12, 
column 4, lines 35-36, and column 5, lines 14-16). 

At the time of invention it would have been obvious to a person of ordinary skill in the art 
to perform the process of van Hoorn including the addition of a terpene derivative and a 
component of inorganic origin, in view of the teaching of Erilli. The suggestion or motivation for 
doing so would have been to improve the removal ability of the composition by adding a strong 
removal solvent as well as improving the component dissolvability into the composition (Erilli, 
column 2, lines 10-12, column 4, lines 35-40, and column 5, lines 3-13). 

With respect to claims 3 and 1 1 , Erilli discloses the terpene derivative being a terpene 
alcohol, such as terpineol (column 5, lines 14-16). 

With respect to claim 12, Erilli discloses the terpene derivative being a terpene alcohol, 
such as terpineol, specifically alpha-Terpineol (column 5, lines 14-16). By disclosing such an 
isomer, one having ordinary skill in the art at the time the invention was made would have been 
able to select multiple isomers to be used, with the suggestion or motivation of a 
substitution/addition of equivalents, as the properties of an isomer are dependent on the 
functional group, which in this case would be consistent throughout any and all of the possible 
isomers, i.e. the hydroxyl group of the alcohol. 

With respect to claim 13, Erilli discloses the terpene derivative being present in an 
amount of 0 to 80% (column 4, lines 35-40), overlapping the currently claimed range of 0 and 
90% by weight. See MPEP 2144.05 [R-5] Overlap of Ranges. 
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With respect to claim 14, Erilli discloses components of inorganic origin, such as 
paraffmic and aromatic oils (column 4, lines 35-36, and column 5, lines 14-16). 

With respect to claim 15, Erilli discloses the component of inorganic origin being present 
in an amount of 0 to 80% (column 4, lines 35-40), especially 10% (column 5, lines 14-16), 
overlapping the currently claimed range of 0 and 90% by weight. See MPEP 2144.05 [R-5] 
Overlap of Ranges. 

With respect to claims 16-17, the modified method of van Hoorn discloses the 
composition having between 10-50% by weight ester and 0-80% by weight terpene derivative 
(van Hoorn, column 3, line 35 and claim 1, and Erilli, column 4, lines 35-40) overlapping 
with the currently claimed ranges of 30-90% or 35-50% by weight ester and 10-70% or 50-65% 
terpene derivative. See MPEP 2144.05 [R-5] Overlap of Ranges. 

8. Claims 8 is rejected under 35 U.S.C. 103(a) as being unpatentable over US Patent 
No. 5,447,563 by van Hoorn, as applied to claims 1, 5-7, and 9-10 above, and further in 
view of US Patent No. 6,176,914 by Feustel et al. 

With respect to claim 8, van Hoorn is silent with regards to the ester being a tall oil fatty 
acid ester, although disclosing an unsaturated fatty acid ester with between 4 and 24 carbon 
atoms. 

Feustel is drawn to aromatic compound-free solvent for printing inks (title). However, 
Feustel discloses employing fatty acid esters as release agents (column 2, lines 34-35), with such 
fatty acid esters including unsaturated tall oil fatty acid esters (column 3, lines 20-43). 

At the time of invention it would have been obvious to a person of ordinary skill in the art 
to perform the process of van Hoorn including the addition of a tall oil fatty acid ester as the 
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ester, in view of the teaching of Feustel. The suggestion or motivation for doing so would have 
been to select an ester to improve solubility of the composition as well assist as a release agent 
(Feustel, column 2, lines 34-35, and column 3, lines 20-21). 

Conclusion 

9 . Claims 1 - 1 7 are rej ected. 

10. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Joseph V. Micali whose telephone number is (571) 270-5906. 
The examiner can normally be reached on Monday through Friday, 7:30am to 5pm EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jerry A. Lorengo can be reached on (571) 272-1233. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 

Application Information Retrieval (PAIR) system. Status information for published applications 

may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 

applications is available through Private PAIR only. For more information about the PAIR 

system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 

system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 

like assistance from a USPTO Customer Service Representative or access to the automated 

information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Joseph V Micali/ /J A. LORENGO/ 

Examiner, Art Unit 1793 Supervisory Patent Examiner, Art Unit 

1793 



